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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed June 26, 2008 have been fully considered but they are not 
persuasive. 

Claim to Priority 

2. Applicant argues, "In response to the comments regarding the claim to priority, Applicant 
submits that the present application is a Continuation of U.S. Serial No. 09/213,434, now U.S. 
Patent No. 6,850,279, filed December 17, 1998, which is derived from PCT/DK97/00261, filed 
June 17, 1997, which claims the benefit of Denmark 0676/96 filed June 18, 1996. Therefore, the 
present application has an effective filing date of June 18, 1996." 

3. The Examiner disagrees with Applicant's position. The Declaration for parent 
application 09/213,434, filed December 17, 1998, indicates a claim for benefit under 35 USC 

1 19(e) for the provisional application 60/043,260 and a claim for priority under 35 USC 1 19(a- d 
and f) for Danish application 0676/96. The corrected Declaration for 09/213,434, filed October 
14, 2003, indicates a claim for priority under 35 USC 1 19(a- d and f) for Danish application 
0676/96 and a new claim for priority under 35 USC 1 19(a- d and f) for International application 
PCT/DK97/00261. However, as previously stated, the December 17, 1998 filing date for 
09/213,434 is more than one year subsequent to the filing date of the provisional application 
(April 17, 1997), the filing date of the Danish application (June 18, 1996), and the filing date of 
the International application (June 17, 1997). Because the statutory requirements for these 
claims have NOT been met, benefit/priority will not be granted. 
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Double Patenting 

4. Applicant states, "In response to the Double Patenting rejection, Applicant submits 
herewith a Terminal Disclaimer and fee, thereby obviating the Double Patenting rejection." 

5. The Examiner submits no Terminal Disclaimer has been filed. Thus the rejection stands. 
Prior Art 

6. Applicant argues, "Ogura fails to teach or suggest a lens in the back lens group, which is 
closest to the front lens group, is positioned at the cut off portion of front lens group ... the 
Office Action relies on Ogura to describe a prism-like optical member G2 as the back lens group 
... the back lens group 22 is a collective member made out of four elements, and the first lens on 
the left side, which is closest to the lens group 21, is positioned at the cut off portion of front lens 
group 21, so that the thin-model device is realized." 

7. The Examiner respectfully disagrees with Applicant's position. First, the Examiner 
relied on optical member G3 as the back lens group and not member G2 as alleged above. 
Second, the claims do not require, explicitly or implicitly, where either the front lens group or 
second lens group requires a "collective member made out of four elements". However, the fact 
that light is bent within each of member Gl and G3 indicates that each member is complex 
element involving a group of optical-acting members. Third, the optical member G3 as whole is 
adjacent to optical member Gl and the two cut off portions of Gl . Therefore, each of the 
optical-acting members within G3 is positioned at the cut off portion of Gl . For these reasons, 
the rejection will be maintained. 
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Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

9. A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

10. Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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1 1 . Claims 2-22 and 28 - 50 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over Claims 1-22 of U.S. Patent No. 6,850,279 Bl. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because: 

12. Claims 28 and 29 (present application) are each broader and fully encompassed in nearly 
all respects by Claim 1 (referenced patent). All claim language of each of Claims 28 and 29 is 
contained within Claim 1; however, Claims 28 and 29 each further require "wherein a lens in the 
back lens group, which is closest to the front lens group, is positioned at the cut off portion of 
front lens group" and "wherein at least one lens adjacent to said reflective element is a non- 
rotary symmetrical lens." 

On the other hand, Ogura et al. also disclose, as shown in figure 1 , an optical image 
recording system for electric recording of optical information, the optical image recording 
system comprising: a lens system (figure 1 shows a photographing optical system) and a body 
(moving bases 3 and 4); a lens system comprises: a front lens group (Gl) having a first optical 
axis (the optical axis emerging through opening la and reflecting off of an internal reflecting 
surface of Gl is considered the first optical axis); a back lens group (G3) having a second optical 
axis (the optical axis passing through G3 is considered the second optical axis); and a reflective 
element (internal reflecting surface of Gl) folding said first optical axis into said second optical 
axis in an angle of less than 180 degrees (The first optical axis is folded five times - three times 
in optical element Gl and two times in optical element G2. Each axis is folded 90 degrees.). 
Ogura et al. further teach wherein at least one lens adjacent (G2) to said reflective element 
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(internal reflecting surface of Gl) is a non-rotary symmetrical lens (G2 is does not rotate and is 
symmetrical). 

Furthermore, the claims do not require, explicitly or implicitly, where either the front lens 
group or second lens group requires a "collective member made out of four elements". 
However, the fact that light is bent within each of member Gl and G3 indicates that each 
member is complex element involving a group of optical-acting members. Additionally, the 
optical member G3 as whole is adjacent to optical member Gl and the two cut off portions of 
Gl . Therefore, each of the optical-acting members within G3 is positioned at the cut off portion 
ofGl. 

Hence, at the time the invention was made, it would have been obvious to one with 
ordinary skill in the art to have included wherein at least one lens adjacent to said reflective 
element is a non-rotary symmetrical lens (as taught by Ogura et al.) in the optical image 
recording system (disclosed by Scherling) for the advantage providing an optical system for a 
photographing apparatus which as excellent assembly performance and attain a decrease in 
thickness (see Ogura et al, Abstract). 

13. Claims 2-22 and 30 - 50 (present application) are each identical to Claims 2-22 

(referenced patent). 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

15. Claims 2 - 7, 11 - 19, 22, 28 - 35, 39 - 47, and 50 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Ogura et al. (US 6,498,624 Bl). 

16. For Claims 29 and 28, Ogura et al. disclose, as shown in figure 1, an optical image 
recording system for electric recording of optical information, the optical image recording 
system comprising: 

a lens system (figure 1 shows a photographing optical system) and a body (moving bases 
3 and 4); a lens system comprises: 

a front lens group (Gl) having a first optical axis (the optical axis emerging through 
opening la and reflecting off of an internal reflecting surface of Gl is considered the first optical 
axis); 

a back lens group (G3) having a second optical axis (the optical axis passing through G3 
is considered the second optical axis); 

wherein a lens in the back lens group, which is closest to the front lens group, is 
positioned at the cut off portion of front lens group (see explanation paragraph below); and 

a reflective element (internal reflecting surface of Gl) folding said first optical axis into 
said second optical axis in an angle of less than 180 degrees (The first optical axis is folded five 
times - three times in optical element Gl and two times in optical element G2. Each axis is 
folded 90 degrees.); 

wherein at least one lens adjacent (G2) to said reflective element (internal reflecting 
surface of Gl) is a non-rotary symmetrical lens (G2 is does not rotate and is symmetrical). 
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The Examiner notes the claims do not require, explicitly or implicitly, where either the 
front lens group or second lens group requires a "collective member made out of four elements". 
However, the fact that light is bent within each of member Gl and G3 indicates that each 
member is complex element involving a group of optical-acting members. Additionally, the 
optical member G3 as whole is adjacent to optical member Gl and the two cut off portions of 
Gl . Therefore, each of the optical-acting members within G3 is positioned at the cut off portion 
ofGl. 

17. As for Claims 30 and 2, Ogura et al. disclose, as shown in figure 1 , wherein the lens 
system comprises an additional reflective clement (G4) folding the second optical axis (the 
optical axis passing through G3 is considered the second optical axis) into the optical axis of the 
image recording device (2 - see figure 8). 

18. As for Claims 31 and 3, Ogura et al. disclose, as shown in figure 1, wherein the first 
optical axis and the second optical axis form an angle equal to or less than 90 degrees (as clearly 
shown in figure 1, the first optical axis, as defined by the Examiner above, is perpendicular to the 
second optical axis, as defined by the Examiner). 

19. As for Claims 32 and 4, Ogura et al. disclose, as shown in figure 1 , wherein the second 
optical axis and an optical axis of an image recording device form an angle equal to or less than 
90 degrees (as clearly shown in figure 1 , the second optical axis, as defined by the Examiner 
above, is perpendicular to the image recording optical axis, as defined by the Examiner). 

20. As for Claims 33, 34, 5, and 6, Ogura et al. disclose, as shown in figure 1, wherein the 
first optical axis and an optical axis of an image recording device are substantially in the same 
plane and are substantially parallel (In the perspective shown in figure 1 , the first optical axis and 
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the image recording optical axis are vertical optical axes and are parallel to each other. Since the 
claim language does not provide a point of reference or origin through the claimed "plane" 
passes, the claim language encompasses an infinite number of planes - i.e., any plane formed 
between two points. Thus, when the photographing optical system of figure 1 is viewed from top 
side perspective, a plane would connect the point representing the first optical axis and the point 
representing the image recording optical axis.) . 

21 . As for Claims 35 and 7, Ogura et al. disclose, as shown in figure 1 , wherein an image 
recording device is a charge coupled device (As shown in figure 31 and as stated in column 1, 
lines 59 - 62, the invention directed to all solid-state image sensing devices including CCDs). 

22. As for Claims 39, 40, 11, and 12, Ogura et al. disclose, as shown in figure 1, wherein the 
front lens group (Gl) and the reflective element (internal reflecting surface of Gl) consist of a 
prism, where an additional reflective element (G2) consists of a prism. 

23. As for Claims 41 and 13, Ogura et al. disclose, as shown in figure 1, wherein an aperture 
stop (opening 1C is an aperture upon which light passes through) of the lens system is 
determined by a stop (the image sensor is positioned behind the aperture 1C) placed after the 
reflective element (internal reflecting surface of Gl) and in the back lens group (G3). 

24. As for Claims 42 and 14, Ogura et al. disclose, as shown in figure 12, wherein said body 
further comprises means for storing, transferring and receiving electronic signals of optical 
information and other information to and from an external device (637). 

25. As for Claims 43 and 15, Ogura et al. disclose, as shown in figure 12, wherein the means 
for transferring and receiving electronic signals comprise a connector device having a databus 
interface (608, 610, 612, and 613). 
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26. As for Claims 44 and 16, Ogura et al. disclose, as shown in figure 12, wherein the 
connector device is accommodated in an end face of said body (613 is a digital output for 
outputting outside the apparatus; see column 14, lines 43 - 55). 

27. As for Claims 45 and 17, Ogura et al. disclose, as shown in figure 12, wherein the 
storage means for storing the electronic signals consist of an exchangeable memory (The fact 
that an external storage medium can be connected to the output 613 indicates that the external 
storage medium is exchangeable; see column 14, lines 43 - 55). 

28. As for Claims 46 and 18, Ogura et al. disclose, as shown in figure 12, wherein the body 
further comprises means for storing electronic signals of control information for controlling the 
operation of the external device (The image signals output to either display 609 or digital output 
613 control those devices, respectively; see column 14, lines 43- 55). 

29. As for Claims 47 and 19, Ogura et al. disclose, as shown in figure 12, which further 
comprises means for loading the control information into the external device (The image signals 
output to either display 609 or digital output 613 control those devices, respectively; see column 
14, lines 43- 55). 

30. As for Claims 50 and 22, Ogura et al. disclose, as shown in figure 1, wherein said body 
(moving bases 3 and 4) further comprises guiding means (rail portions 13, ... , 16) for its 
guidance in a slot. 



Claim Rejections - 35 USC §103 

3 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

32. Claims 20, 21, 48, and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ogura et al. (US 6,498,624 Bl). 

33. As for Claims 48, 49, 20, and 21, while Ogura et al. disclose, as shown in figure 12, 
wherein said body further comprises means for storing, transferring and receiving electronic 
signals of optical information and other information to and from an external device (637); Ogura 
et al. do not specify wherein the means for transferring electronic signals comprise a wireless 
transmitter of analogue and/or digital transmission or wherein the means for receiving electronic 
signals comprises a wireless receiver of analog and/or digital transmission. 

However, Official Notice (MPEP § 2144.03) is taken that both the concepts and 
advantages of providing a wireless transmitter/receiver for analogue and/or digital transmission 
are well known and expected in the art. At the time the invention was made, it would have been 
obvious to one with ordinary skill in the art to have included a wireless transmitter/receiver for 
analogue and/or digital transmission in the system disclosed by Ogura et al. for the advantage 
transferring image data to remote locations. 

Conclusion 

34. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

35. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Justin P Misleh whose telephone number is 571.272.7313. The 
Examiner can normally be reached on Monday through Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Sinh Tran can be reached on 571 .272.7564. The fax phone number for the 
organization where this application or proceeding is assigned is 571 .273.8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Justin P. Misleh/ 
Primary Examiner 
Group Art Unit 2622 
September 23, 2008 



